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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       79096211
 
    MARK: NEWBRIDGE       
 

 
        

*79096211*
    CORRESPONDENT ADDRESS:
          KANISHKA AGARWALA      
          ANDERSON KILL & OLICK, P.C.      
          1251 AVENUE OF THE AMERICAS
          NEW YORK, NY 10020          
           

 
 
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 
 

 
    APPLICANT:           The Newbridge Cutlery Company
Limited Co ETC.         
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          101089.MED01        
    CORRESPONDENT E-MAIL ADDRESS: 
           ipg@andersonkill.com

 

 
 

REQUEST FOR RECONSIDERATION DENIED
 
ISSUE/MAILING DATE: 7/20/2012
INTERNATIONAL REGISTRATION NO. 1074030
 
 
On January 5, 2012, a final Office action was issued refusing registration of the applied-for mark based
upon a requirement for clarification of the identification of goods and a requirement for a disclaimer of
NEWBRIDGE as primarily geographically descriptive.  On June 28, 2012, applicant responded by filing a
notice of appeal to the Trademark Trial and Appeal Board (Board) and a request for reconsideration of the
final refusal.  The Board then suspended the appeal and remanded the application to the trademark
examining attorney for consideration of the request
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration.  The
amended identification of goods is accepted and made part of the record.  However, with regard to the
disclaimer requirement, the examining attorney is denying the request for the reasons stated below.  See 37
C.F.R. §2.64(b); TMEP §§715.03(a), 715.04(a).  Accordingly, the requirement for a disclaimer of
NEWBRIDGE, made final in the Office action dated January 5, 2012, is maintained and continues to be
final.  See TMEP §§715.03(a), 715.04(a).
 
Specifically, applicant argues that the geographic location Newbridge, County Kildare, Ireland “is not
well-known to the relevant public in the United States.” See Request for Reconsideration dated
06/28/2012 at 4.  However, the previous Office actions contained sufficient evidence to establish that



Newbridge is not obscure or remote.  An additional twenty articles from publications are attached hereto
which make reference to Newbridge, Ireland.  In light of the combined evidence, Newbridge is not
obscure or remote.
 
Applicant also seeks to compare Newbridge with Windhoek from In re Namibia Breweries Ltd.  See
Request for Reconsideration dated 06/28/2012 at 6.  However, the Board determined that Windhoek was
not primarily geographically descriptive in part due to the lack of any evidence in the record indicating
“that Windhoek (or Namibia, or southern Africa) is a common or likely tourist or travel destination for
American consumers. . . .”    In re Namibia Breweries Ltd., Ser. Nos. 77761812 and 77761817, 2011
TTAB LEXIS 309, *14-15 (Sept. 12, 2011) (To view and print this unpublished decision, visit
http://ttabvue.uspto.gov/ttabvue/ and insert the serial number(s) specified).  In the present case, the
evidence attached to the previous Office actions demonstrated that Newbridge has numerous tourist
attractions and is even “world renowned” for its production of fine silverware.  In addition, the attached
evidence establishes that visitors from the United States form the second largest group of visitors to
Ireland, with somewhere between 870,000 to 885,000 U.S. citizens visiting Ireland annually. 
Comparatively, the attached tourism report for Namibia indicates that in 2010, the last year for which
statistics were available, only 17,826 U.S. citizens visited Namibia.  See page 10 of the attached excerpt of
the report (due to the length of the report, only the first sixteen pages, which contain the relevant
information, have been attached; however, the entire report may be found at
http://www.namibiatourism.com.na/uploadedFiles/NamibiaTourism/Global/Downloads_Modules/Research_Center/Tourist%20Statistical%20Report%20(MET,%202010).pdf).
  Thus, Ireland is a vastly more popular tourist destination for U.S. consumers than Namibia.  Further,
77% of U.S. travelers in Ireland in 2009 chose to visit the region of Dublin.  Newbridge is located in close
proximity to Dublin, specifically, less than 30 miles away.  The attached evidence further demonstrates
that day tours are provided from Dublin to Kildare County, with stops in Newbridge.  This evidence
indicates that U.S. consumers travelling in Ireland are likely to gain exposure to Newbridge.  (See
attachments).
 
Applicant also contends that “[t]here is no goods/place association” in this case.  See Request for
Reconsideration dated 06/28/2012 at 8.  However, a prima facie showing that a public association exists
between applicant’s goods and the geographic place named in the mark is sufficient to support a refusal. 
The named geographic location need not even be well-known or noted for the goods, but only likely to be
associated with applicant’s goods.  See TMEP §§1210.04, 1210.04(a); see, e.g., In re Loew’s Theatres,
Inc., 769 F.2d 764, 226 USPQ 865 (Fed. Cir. 1985); In re Cal. Pizza Kitchen Inc., 10 USPQ2d 1704
(TTAB 1989).  Here, the geographic location named in the applied-for mark more than meets this test
because the evidence attached to the previous and current Office actions demonstrates that Newbridge,
Ireland has been well-known, even famous, for decades due in part to its cutlery and silverware industry.
 
Finally, applicant argues that it is the applicant itself which is renowned for the manufacture of the
homeware and silverware products, rather than the geographic location of Newbridge, Ireland. See
Request for Reconsideration dated 06/28/2012 at 9-10.  Applicant refers to several third-party registrations
that include geographic locations in the marks and appears to contend that the geographic locations in the
third-party marks were once little known but have achieved renown due to the success of the mark
owners.  Id. at 9-10.  However, the record shows that U.S. Reg. No. 1198186 for the mark POLAND
SPRING and U.S. Reg. No. 0545056 for the mark CORNING, both of which are noted by applicant in its
request for reconsideration, have been registered under Section 2(f) based on a showing of acquired
distinctiveness due to the primarily geographically descriptive nature of the marks.  Applicant also points
to U.S. Reg. No. 0951941 for the mark WATERFORD, for which the original registrant is listed as having
its address in Waterford, Ireland.  However, the attached examples of ten additional registrations owned
by the same registrant all have the term WATERFORD registered under Section 2(f) based on a showing
of acquired distinctiveness due to the primarily geographically descriptive nature of the term.  Thus, these



third-party marks were nonetheless found to be primarily geographically descriptive by the USPTO. 
Therefore, that Waterford, Ireland may have gained renown due to the registrant’s presence in that
location, or similarly, that Newbridge, Ireland may have gained renown due to the applicant’s presence in
that location, does not subtract from the geographic descriptiveness analysis. What remains relevant in the
analysis is (1) that the primary significance of the mark is a generally known geographic place or location,
(2) that the goods originate in the geographic place named in the mark, and (3) that purchasers are likely to
believe that the goods originate in the geographic place identified in the mark.  TMEP §1210.01(a); In re
Societe Generale des Eaux Minerales de Vittel S.A., 824 F.2d 957, 959, 3 USPQ2d 1450, 1452 (Fed. Cir.
1987); In re Joint-Stock Co. “Baik,”  80 USPQ2d 1305, 1309 (TTAB 2006).  How the geographic location
came to gain its significance is of no moment in the analysis.  In this case, each of the three factors listed
above have been established through the evidence of record.  Therefore, applicant’s request is denied.
 
Accordingly, the Trademark Trial and Appeal Board has been notified to resume the appeal.  See TMEP
§715.04(a).
 
 
 

/John Dwyer/
Examining Attorney
Law Office 116
571-272-9155
John.Dwyer1@uspto.gov

 
 
 



























































































































































To: The Newbridge Cutlery Company Limited Co ETC. (ipg@andersonkill.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79096211 - NEWBRIDGE -
101089.MED01 - Request for Reconsideration Denied - Return to TTAB

Sent: 7/20/2012 12:39:29 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 7/20/2012 FOR

SERIAL NO. 79096211
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
7/20/2012 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
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